TODA et al. - Appln. No. 10/784,209 

REMARKS 

Reconsideration and allowance are respectfully requested. 
Claims 1-16 are pending. 

The Office Action Summary acknowledged the claim for foreign priority, but 
alleged that none of the certified copies of the priority documents have been received. 
This is incorrect as shown by the attached. In the parent Application No. 09/958,928, 
the copies of the Office Action Summary mailed October 3, 2003 and the Notice of 
Allowability mailed March 25, 2004 both confirm that all certified copies of the priority 
documents have been received in the U.S. national-stage application from the Interna- 
tional Bureau. Therefore, Applicants request that acknowledgement of the receipt of the 
certified copy of priority document JP 2000-40218 be made in the next Official commu- 
nication. 

35 U.S.C. 1 12 - First Paragraph 

The specification must convey with reasonable clarity to persons skilled in the art 
that applicant was in possession of the claimed invention as of the filing date sought. 
See Vas-Cath v. Mahurkar, 1 9 USPQ2d 1111,1117 (Fed. Cir. 1 991 ). But the Patent 
Office has the initial burden of presenting evidence or a reason why persons of ordinary 
skill in the art would not have recognized such a description of the claimed invention in 
the original disclosure. See In re Gosteli, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989). 

Claims 1-16 were rejected under Section 112, first paragraph, "as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention." Applicants traverse. 

The FERMBP-7434 strain recited in the claims was deposited under the terms of 
the Budapest Treaty. A copy of the depository receipt is attached. Access to the deposit 
will be available during pendency of the patent application making reference to the 
deposit to one determined by the Director to be entitled thereto. Subject to 37 CFR 
§ 1 .808(b), all restrictions imposed by the depositor on the availability to the public of 
the deposit will be irrevocably removed upon granting of a patent; the deposit will be 
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maintained in a public depository for a period of 30 years or 5 years after the last 
request or for the effective life of the patent, whichever is longer; and the deposit will be 
replaced if it should ever become inviable. 

Withdrawal of the Section 112, first paragraph, rejection is requested. 

Double Patenting 

Claims 1-16 were rejected on the ground of nonstatutory obviousness-type 
double patenting as being allegedly unpatentable over claims 1-10 of U.S. Patent No. 
6,797,279. Applicants traverse since a terminal disclaimer was submitted on September 
11,2006. 

It should be noted that the filing of a terminal disclaimer to overcome a rejection 
based on non-statutory double patenting is not an admission that the rejection was 
proper. See Quad Environmental Technologies Corp. v. Union Sanitary District, 20 
USPQ2d 1392, 1394-95 (Fed. Cir. 1991). The Court stated that the "filing of a terminal 
disclaimer simply serves the statutory function of removing the rejection of double 
patenting, and raises neither a presumption nor estoppel on the merits of the rejection." 
Thus, submission of a terminal disclaimer is not an admission that the pending claims 
are obvious over the claims of U.S. Patent No. 6,797,279. 

Withdrawal of the double patenting rejection is requested. 

Conclusion 

Finally, it was erroneously stated, "All claims fail to be patentably distinguishable 
over the state of the art discussed above and cited on the enclosed PTO-892 and/or 
PTO-1449" on page 6 of the Action. But no prior art was discussed in this Action in such 
a way as to reject original claims 1-16 under Sections 102 and/or 103. This statement 
appears to be an inadvertent error by the Examiner and if maintained in the next Action, 
Applicants request clarification of the "art" rejection and the opportunity to respond fully 
prior to that rejection being made final. 

Having fully responded to all of the pending objections and rejections contained 
in this Office Action, Applicants submit that the claims are in condition for allowance and 
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earnestly solicit an early Notice to that effect. The Examiner is invited to contact the 
undersigned if any further information is required. 

Respectfully submitted, 



901 North Glebe Road, 1 1th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extension* of time may be avertable under the provision* of 37 CFR 1 136(a) In no event H wwr , may a repty be ttmefy tted 
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Status 

1 )H Responsive to communication(s) filed on 03 January 2002 . 
2a)D This action is FINAL. 2b)G3 Thrr action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe. 1935 CD. n, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) U10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) U10 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) C Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request tha' any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0AJI b)D Some'cO None of: 

1 .EI Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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1) H Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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- 77ie MAILING DATE of this communication appear* on the cover sheer with the correspondence Bddnass- 

AII daims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOl-85) or other appropriate communication will be mailed In due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . ^ This communication if. responsive to . 



2. S The allowed claim(s) is/are 1 2.6-3 and 11-15 . 

3. □ The drawings filed on are accepted by the Examiner. 

4. |3 Acknowledgment is made rf a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 

a) E3 All b) □ Some' c) □ None of the: 

1 . B Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 
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3. H Copies of the certified copies of the priority documents have been received in this national stage application from the 
International Bureau (PCT Rule 17.2(a)). 
• Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper UqMbW Date . 

Identifying Indicia such as the application number (see 37 CFR 1.34(c)) should be written on the drawings In the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such In the header according to 37 CFR 1.121(d). 

7 □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 
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